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STATUTORY PEKIOO POR^V . SET TO EXPIKE 3 MONTH(S) EROM 
THE MAILING DATE OF ™^°^™™: 1SW „ „ «,.«—.«, a « 

fftlTsiTfeU/lONTHS from the mailing date of this communication. ^tn.orv minimum of thirty (30) days will be considered timely 

. f,he S eriS Seply specified above ,s less than thirty ^^^Z^^S^ (6) MON^S « -^cTl^T 
. If NO period for reply is specified above, the application to become ABANDONED (35 U _S.C. §133). 

- Failure to reply within the set or extended period for repl •w I by statute cause c ^ mmunicat|0n , even if timely filed, may reduce any 

- Any reply received by the Office later ^' h Jf ™ n ^ s after ttle ma '" n9 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1 )□ Responsive to communication(s) filed on 09 January 2002 . 
2a)Q This action is FINAL. 2b)D This action is non-final. 

Disposition of Claims 

4) Q Claim(s) L42 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) Q Claim(s) ;M2 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) H The specification is objected to by the Examiner. 

^OThedrawin^filedon^is/are: ^^^^^^^^ 
Applicant may not request that any objection to the drawing(s) be held ,n abeyance. See 37 CFR .85(a). 

11) HTh ;^ 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C.§§ 119 and 120 „ e <« n , , IA , nr m 

13) 0 Acknowledgment is made of a claim for foretgn priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)0AII b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Applicat.on No . 

3* Copies of the certified copies of the ^ h thlS ^ ^ 

♦seetheatta^^^ 

a) □ The translation of the foreign language provisional application has been recede ^ 
15)D Acknowledgment is made of a claim for domestic prionty under 35 U.S.C. §§ 120 and/or 

Attachment(s) ^ g , nterview Summary (PTO-413) Paper No(s). _ 

1) □ Notice of References Cited (PTO-892) n lnformg| pa , ent Ap p| ica tion (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing Rev,ew (PTO-948) LJ 

3) □ information Disclosure Statement(s) (PTO-1449) Paper No(s) ■ 6) U 
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Application/Control Number: 09/674,090 
Art Unit: 1656 

DETAILED ACTION 



! . The title of the invention is not descriptive. A new title is required that is elearly 
indicative of the invention to which the claims are directed. 

The following I suggested. A System for Detecting Biological Moieties in a Sample 
Nucleation Center Forming entities. 



Drawings 



2. The proposed drawtng correction and/or ,he proposed substitute sheets of drawings, filed on 
,/9/02 have been approved. A proper drawing correction or corrected drawtngs arc required in 
reply to the Office action to avoid abandonment of the applrcation. The corrects to the 
drawings will not be held in abeyance. 



Claim Rejections - 35 USC § 1 12 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

subject matter which the applicant regards as his invention. 
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Application/Control Number: 09/674,090 
Art Unit: 1656 

Claims 1-34,36 & 42 rejected under 35 U.S.C. 1 1 2. second paragraph, as being indefinite 
for failing ,o particularly poin, ou, and distinctly ctaim the subject matter whtch applicant 

regards as the invention. 

A) The anrended phrase - to one or more of a, least two electrodes onto on the substrate" 
renders claims 1-34.36 & 42 confusing. I. ,s unclear as to what the distinction is between the 

o on the substrate". Moreover, it 



other phrase " to one or more of at least two electrodes and onto 
is unclear as to physical limitation 



described in the phrases. It is unclearas to whether the moiety 



bl nd to either electrode or substrate. Moreover it is unclear as to whether the electrode bound to 



the substrate. 



Claim Rejections - 35 USC § 102 

4 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

Claims l-< 

Mrocskowski et al (US5,284,748 Feb, 8, 1994). 



.-9,17-25, 30 & 42 are rejected under 35 U.S.C. 102(b) as being anticipated by 
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Application/Control Number: 09/674,090 
Art Unit: 1656 

Mrocskowsk, e, al teach a method for detecting the occurrence of binding or complex 
forcing reaction between specific substances by u.ihzing a binding reaction to modify an 
electric circuit (see whole doc. esp. abstract). They teach a diagnostic element with a biogenic 
substance e.g. antigen coated with onto a non-conduOive based between a pa.r 
conductors. Antibod.es with gold or platinum i.e. nucleahon sites are reacted with antigen to he 
hound (see also co.. 9 line 26). The particles form aggregates of electrically conductive particles 
each modify the circuit. The parhc.es are (hen coated with conducive substance. The device ,s 
used for assessing antibodies and antigens in blood serum of human orient (see a.so co.. 5 l,ne 
60 to col. 6 line 12). They teach that the nucleation sites may be go.d (see col.2 line 47). In 
Figure 1 & 2 layer 23 and 24 form positive and negative terminals or electrodes (see col. 4 line 
59) They test conductivity with an ohmmeter functionally connected to layers 23 & 24 of figure 
, &2 . (see col. 4 line 56). They teach that channels have a width of ,0 microns. Figure 8 shows a 
dev.ee with multiple reactions sites in columns and rows, (see col. ,0 line 47-60). They also 
teach the reducing agent hydroquinone solution for coating (see col. 15 line 26). 



5. The response filed 1/9/02 has been fully considered and deemed no, persuasive. The 
response states that Mrocskowsk, is different from the invention in three critical aspects- 1) 
Mrocskowsk, e, aFs teach electrodes that are spaced with a gap whereas the instant invention 
does nor, 2) Mrocskowsk, et al teach that the pair of substances e.g. ant.gen and antibody must 
bind in order to form the conductive bridge whereas the instant inen.ion does no. require 
assocation of plurality of complexes; 3) Mrocskowsk! e, a, teach coating with electrically 
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cond uc,ivesu b s,ance whereas the instantmvention does no, coat. The Catms do no, rec.te sue,, 
neg at,ve hmitations and reasonabty read on Mrocskowski e, al's dev.ee and method. Whi.e 
Catms are read m light of the specification, limitations of*. specification are no, read ,n,o the 
claims. Although ,he preferred embodiments may mmm, the Hm.tations diseussed in 
Mroscskowski e, al, ,he claims s.i.l read on the poor art. The terms substance and nucleation 
centering entities and reagents eonrpristng nrononters reaso„ab,y enconrpass MroscksowsH 
e, al's teachings. ., is suggested that posttive or negative limitation, be tncorporated to 
dtstinguish Mroscsksowski, provided the specification supports such hmttations. As the prtmary 
ref erence is maintained, the 103 rejections over Mroscksowsk, et a. are similarly maintained. 
Regarding the 103 rejection over Htsada, one of ordinary skill in the ar, would have been 
motivated to apply Hisada e, al's design to Mroscksowski et al's devtee to lower the 
malfunctioning error from output noise ,n ctrcuttry which would have provided a greater 
senstttvity to the detecting targets in Mroscksowski et al's devtce. A reasonable expectation of 
success would have been found a*the electrode structure of Mrosckowski e, al device. The 
teachingsofYangprovidefortheadvantagesof better conduction. The further teachtngs of 
Yang uses do not teach away from the advantages that one of ordinary ski,, in the art would have 
been motivated to app,y in order to prov.de greater conduction for the detection of targets in 
Mrosckowski et al's device. The rejections are maintained. 
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Claim Rejections -35USC§ 103 



* ft f«ii(:r 1 03(a) which forms the basis for all 
6. The following is a quotation of 35 U.S.C. lu^a) 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not ^J^;;^^^^ ^/d and the pJortrt'are 
lection 102 of this title, if the differences ^ thc invention was made to a person 

manner in which the invention was made. 

Th,s application currently names join, inventors, in constdenng paten.ab.hty of the 
claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of the vanous 
c ,a,ms was commonly owned at the ttme any inventions covered therein were made absent any 
evidence tothecontrary. Apphcant ,s advised of the ob„ g a,,on under 37 CPR ,,6 to potnt out 
th einventorandinve„t,onda,esofeachc,aim,hatwasno,common,yownedat,he,imea,a,er 

inventton was made in order for the examiner to consider the apphcability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (0 or (g) prior art under 35 U.S.C. 103(a). 

Claims 12-16 & 29 are rejected under 35 U.S.C. 103(a) as bemg unpatentable over 
Mrocskowski et al (US5.284.748 Feb. 8, ,994) in vtew of JP 04-148669 May 2, .992. 

The teachings of Miocskowsjdetal are described previously. 

Mmrakowski et a jdo not teach DNA. 

JJLMJ 48669 teach a molecule securmg device in wh.ch a chain is formed by using two 

electncalfieldischargedv.a leads 3 and 4 (see page 4 and Fig, 1 A 2, The dev.ee is apphed 

to DNA molecules (see page 2). 
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Art Unit: 1656 

One of ordinary skill in the art would have been motivated to apply teachings of DNA 
bind ,„ g to Mrocksowski e, afs device in order to detect DNA interacts, As ,, was well known 
in the art to detect DNA for dtsease mutations and as JP-04-.48669 teach the successfu, use of 
DNA bindtng to provide a conducting connection between electrodes, it wou.d have p^ajto 
obvious to bind DNA in order to detect target DNA. 



7. Claims 31-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mrocskowski et al (US5,284,748 Feb. 8, 1994) . 

The teachings of Mrasikowski^ are described previously. 

Mmcskowski et al do not teach explicitly a kit. 

M ^^r S reagents into a kit in order to allow the practioner easy access to al. 
the reagents to perform the assay. It was well known and commonly practiced m the ar, to 
incorporate reagents into k.ts. It would have been pxtm^ obvious to put Mrockowski e, aP s 

diagnostic assay efficiently. 



8. Claims 35-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 



Mrocskowski et al (US5,284,748 Feb. 8, 1994) in view of 
1999) . 



Hisadaet al (US5,914,505 June 22, 



The teachings of Mroc^koy^kiet^l are described previously. 
Mrocskowski et al do not teach explicitly of junction s forming diode. 
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HjsMaeu! .each a semiconductor integral circuit for comprising firs, and second 
conductor and junction diode (see whole doc. esp.col.3) . 

One of ordinary skill in .he art would have been motivated to combine Hisada e. al's 
integrated circuit and Mrocskowski e. al's device in order to provide for a mu,t,array device 
with high number of reaction sites. Mrocksowsk, et a. already teaches a muluarray dev.ee (see 
FigU re 8) and H.sada et al's semiconductor device provided internal circuits from ma.functioning 
(see col. Uine 43). It would have been pri™jacje obvious to combine Hisada e. al's 
semiconductor device with Mrockskowsk, et al's device in order ,0 prov.de device with highly 
multiple reaction sites with lower malfunctioning errors. 



9 Claims ,0,1 1,26-28 & 34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mrocskows k ie,a„US5,284,74 8 F eb.8,,994)inv,ewofYan g eta,(US5,563,424 0c,.8,,9%, 

The teachings of MrocAmyslcjj^ are described previously. 
Mjoeskow^jde^ do not teach explicitly of polyaniline. 

^^polyanaline for advantages of better conduction (see whole doc. esp. col. 
9 line 32). 

One of ordinary skill in the art would have been motivated to apply Yang et al's 
polyaniline to Mrocskowski e, al's device in order to provide increase efficiency in conduction. 
Yang et al state that polyanaline provides .mproved efficiency a. lower operating voltages. It 
would have been obvious to apply Yang et al's polyanaline so that increased 

conduction would provide for better detection of the bound target. 
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SUMMARY 



10. No claims allowed. 

Conclusion 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey Siew whose telephone number is (703) 305-3886 and 
whose e-mail address is Jeffrey.Siew@uspto.gov. However, the office cannot guarantee security 
through the e-mail system nor should official papers be transmitted through this route. The 
examiner is on flex-time schedule and can best be reached on weekdays from 6:30 a.m. to 3 p.m. 
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If attempts to reach the examiner are unsuccessful, the examiner's superior, Gary Benzion, can 
be reached on (703)-308-l 1 19. 

Any inquiry of a general nature or relating to the status of this application or proceeding 

should be directed to the receptionist for Technology Center 1600 whose telephone number is 

(703) 308-0196. 

Papers related to this application may be submitted to Group 1600 by facsimile 
transmission. Papers should be faxed to Group 1600 via the PTO Fax Center located in Crystal 
Mall 1 . The faxing of such papers must conform with the notice published in the Official 
Gazette, 1096 OG 30 (November 15, 1989). The CM1 Center numbers for Group 1600 are Voice 
(703) 308-3290 and Before Final FAX (703) 872-9306 or After Final FAX (703) 30872-9307. 

^ Jeffrey Siew 
Primary Examiner 
March 24, 2002 



